United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
I nilid Stall-, l'atint and Trademark Office 

Address: COMMISSIONER FOR PATENTS 



APPLICATION NO. 



10/036,009 



FILING DATE 



12/20/2001 



10291 7590 10/20/2008 

RADER, FISHMAN & GRAUER PLLC 
39533 WOODWARD AVENUE 
SUITE 140 

BLOOMFIELD HILLS, MI 48304-0610 



FIRST NAMED INVENTOR 



Yuichi Takatsu 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



LASTRA, DANIEL 



PAPER NUMBER 



DELIVERY MODE 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



l/ffflrC? nVrliUli Otfff Iff ids y 


Application No. 

10/036,009 


Applicant(s) 

TAKATSU, YUICHI 


Examiner 
DANIEL LASTRA 


Art Unit 

3688 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 14 July 2008 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) |EI Claim(s) 3-11,15,16,22 and 23 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 3-11.15.16.22 and 23 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

1) ^| Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 5 ) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 



PTOL-T26 d (Rev e 08-06r 



Office Action Summary 



Part of Paper No./Mail Date 20081010 



Application/Control Number: 10/036,009 Page 2 

Art Unit: 3688 

DETAILED ACTION 

1. Claims 3-11, 15-16, 22 and 23 have been examined. Application 10/036,009 
(ELECTRONIC SETTLEMENT APPARATUS ELECTRONIC SETTLEMENT METHOD, 
STORAGE MEDIUM AND COMPUTER DATA SIGNAL) has a filing date 12/26/2001 
and foreign priority 12/28/2000. 

Response to Amendment 

2. In response to Non Final Rejection filed 03/13/2008, the Applicant filed an 
Amendment on 07/14/2008, which amended claims 3-6, 8, 9, 22 and 23. 

Claim Objections 

3. Claim 3 is objected to because it recites "currently amended", however, said 
claim does not contain any marking indicating that it was amended. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the 
manner and process of making and using it, in such full, clear, concise, and exact 
terms as to enable any person skilled in the art to which it pertains, or with which 
it is most nearly connected, to make and use the same and shall set forth the 
best mode contemplated by the inventor of carrying out his invention. 

5. Claims 22 and 23 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. Said claims recite "a determining mechanism 
that determines whether the seller, selling the commodity designated by the received 
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commodity data, has specified an upper limit of the discount points the buyer can use in 
one transaction". Nowhere, in Applicant's specification is recited an "upper limit of the 
discount points the buyer can use in one transaction". Applicant's specification teaches 
in page 24, lines 5-25 teaches "that the processor determines whether or not the value 
of available point number designation shows the member store designates the 
maximum value of the available point per one business transaction". Applicant's 
specification discloses "maximum value of available point per one business transaction" 
and not "upper limit of the discount points". 

6. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out 
and distinctly claiming the subject matter which the applicant regards as his 
invention. 

Claims 22 and 23 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Said claims recite "a determining mechanism that 
determines whether the seller, selling the commodity designated by the received 
commodity data, has specified an upper limit of the discount points the buyer can use in 
one transaction". Applicant's specification discloses "maximum value of available point 
per one business transaction" and not "upper limit of the discount points" and "maximum 
value" does not necessary means number of points. 
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Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 3-11, 15-16, 22 and 23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Iked a (US 5,937,391 ) in view of Copple (US 6,1 78,408). 
Claims 22 and 23, Ikeda teaches: 

An electronic settlement apparatus connected via a network to a remote terminal 
being operated by a buyer wishing to purchase a commodity, the electronic settlement 
apparatus comprising: 

a memory for storing discount points representing a property value to be associated 
with a buyer to which said discount points are assigned (see figure 8); 

a sending mechanism that generates a page and sends the generated page via the 
network to the remote terminal so that the remote terminal displays the sent generated 
page instructing the buyer to input commodity data designating a commodity that the 
buyer wishes to buy and discount data designating discount points the buyer wishes to 
use for buying the commodity (see col 4, lines 25-35); 

a receiving mechanism that receives the commodity data and the discount data, 
which are sent from the remote terminal, the commodity data and the discount data 
being input by the user at the remote terminal (see col 4, lines 25-65) 
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determines, as the discount points to be used for buying the designated commodity 
either one of the smaller of the discount points that is stored in the memory 
corresponding to the buyer and the discount points designated by an amount data 
received by the receiving mechanism when the seller has not specified an upper-limit, 
an assigning mechanism that determines discount points to be newly assigned to the 
buyer based on the price of the commodity designated by the commodity data received 
by the receiving mechanism, and the discount points determined by the determining 
mechanism (see col 1 1 , lines 1 0-65); 
and 

an update mechanism which updates the discount points stored in the memory of 
the buyer by a sum of an originally stored discount points and any newly assigned 
discount points subtracted by the discount points to be used as determined by the 
determining means when receiving settlement data representing an end of the 
settlement of the transaction of the commodity between the seller and the buyer (see 
col 11, lines 1-65). 

Ikeda does not expressly mention that a determining mechanism that determines 
whether a seller selling the commodity designated by the received commodity data has 
specified an upper-limit of the discount points the buyer can use in one transaction and 
determines, as the discount points to be used for buying the designated commodity, a 
smallest one of the discount points that is stored in the discount memory corresponding 
to the buyer, the discount points designated by the amount data received by the 
receiving mechanism and the specified upper-limit discount points when the seller has 
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specifies the upper-limit. However, Copple teaches that it is old and well known in the 
promotion art to set up a maximum number of points that a user is allowed to use for 
redeeming any specific item in order to assure that said user never commits to use an 
amount of points that said user does not presently maintain (see col 5, lines 10-25). 
Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
the application was made, to know that Ikeda 's stores would set up a maximum number 
of points that a user can use to redeem specific items in order to assure that said user 
never commits to use an amount of points that said user does not presently maintain. 
As per claim 3, Iked a teaches: 

wherein said memory stores user identification data that identifies the user to 
which said discount points are assigned to be associated with said discount points, and 
a password associated with the said user identification data (see col 4, lines 25-35); and 

said processor obtains information and password representing said user; 
determines whether or not said memory stores said user identification data that 
identifies the user represented by said obtained information and said obtained password 
to be associated with each other; and stops obtaining said commodity data or said user 
point data when determining that said memory stores neither user identification data nor 
said password to be associated with each other (see col 4, lines 25-35). 

As per claim 4, Iked a teaches: 

wherein said processor obtains information, which is supplied from an external 
device that is remote from the processor and which represents the user, in accordance 
with an instruction supplied from the external device, and generates said user 
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identification data that identities the user represented by obtained information and said 
password associated with the said user identification data, and store said user 
identification data and password in said memory (see col 4, lines 25-60). 
As per claim 5, Iked a teaches: 

wherein said memory stores user information unique to the user identified by said 
corresponding user identification data to be associated with said user identification data 
(see col 4, lines 25-35). 

As per claim 6, Iked a teaches: 

wherein when said processor determines that said user identification data that 
identities the user represented by said information obtained by the processor and said 
password obtained by the processor are stored in said memory to be associated with 
each other, said processor updates said user information stored in grid memory to be 
associated with the said user identification data to user information supplied from the 
external device (see col 4, lines 25-65). 

As per claim 7, Iked a teaches: 

wherein when said processor determines whether or not said settlement data is 
supplied to the processor until a predetermined time has elapsed after obtaining 
commodity data, and when said processor determines that no settlement data is 
supplied thereto, said processor abandons the obtained corresponding commodity data 
(see col 10, lines 15-25). 

As per claim 8, Iked a teaches: 
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further comprising a settlement server, wherein said settlement server stores 
settlement points representing a property value to be associated with identification data 
unique to the said settlement points (see col 5, lines 30-40); 

determines whether or not said processor obtains said commodity data and use 
point data that designates an amount to be appropriate for the price of said commodity 
(see col 10, lines 15-25); obtains said identification data from an external device remote 
from the settlement server when it is determined that said processor obtains said 
commodity data and said use point data, decides that a difference between an amount 
of settlement points corresponding to the price of said commodity represented by said 
commodity data and an amount of settlement points corresponding to the discount 
points represented by said use point data is appropriate for the price of the said 
commodity, each settlement point representing a property value; and supplies said 
settlement data to said processor when the settlement points associated with said 
obtained identification data are more than said difference (see col 5, lines 20-40). 

As per claim 9, Iked a teaches: 

wherein said memory stores conversion rate data representing a conversion rate 
between said discount points and settlement points, each settlement point representing 
a property value, and said processor specifies the amount of said settlement points 
corresponding to the discount points represented by use point data that designates an 
amount to be appropriate for the price of said commodity according to the conversion 
rate represented by said conversion rate data (see col 8, lines 1-25). 

As per claim 1 0, Iked a teaches: 
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wherein said processor determines whether or not the price of said commodity 
represented by said commodity data reaches a predetermined minimum purchase 
amount, and decides that no discount point is assigned to said user when determining 
that the price of said commodity does not reach the predetermined minimum Purchase 
amount (see col 11, lines 1 -1 0). 

As per claim 1 1 , Iked a teaches: 

wherein said processor determines whether or not the discount points 
represented by use point data that designates an amount to be appropriate for the price 
of said commodity obtained by the processor are more than predetermined available 
points, and handles said available points as discount points (see col 11, lines 1-35). 

As per claim 1 5, Iked a teaches: 

wherein said memory stores assignment rate data that designates discount 
points to be newly assigned to said user per unit quantity of the price of said commodity 
(see col 5, lines 30-40); and said processor decides a value obtained by multiplying the 
price of said commodity represented by said commodity data obtained by the processor 
by the discount points designated by said assignment rate data as discount points to be 
newly assigned to said user (see col 5, lines 25-45). 

As per claim 1 6, Iked a teaches: 

wherein said commodity data includes point designation information that 
designates discount points to be assigned to a person who purchases said commodity 
represented by said commodity data; and said processor decides the discount points 
represented by said point designation information included in said commodity data 
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obtained by said processor as discount points to be newly assigned to said user (see 
col 5, lines 25-40). 

Response to Arguments 

8. Applicant's arguments with respect to the claims have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DANIEL LASTRA whose telephone number is 571-272- 
6720 and fax 571-273-6720. The examiner can normally be reached on 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James W. Myhre can be reached on (571)272-6722. The official Fax 
number is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

/DANIEL LASTRA/ 
Examiner, Art Unit 3688 
October 10, 2008 



